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Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art, how to make and/or use the invention. There is no description 
in the specification of any structure(s) which would be required to make and/or use the 
invention. For example, there is no description of any structure performing any of the 
recited method steps, such as for example, how or what structure "segments the 
information", how or what structure "converts the information into a graphics display", 
how or what structure "mutually exchanges the information step by step". Therefore the 
specification fails to provide enablement of the invention and the claimed subject matter. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 (and the dependent claims) does not 
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positively recite any steps, as the "segmenting" and "exchanging" features are recited in 
phrases that begin with "characterized in that..." and "which...". See for example, the 
claims of the Baker '098 patent for method claim format. For example, claim 1 could be 
amended to recite "A method for exchanging personal information in a step-by-step 
fashion in non-trusted peer-to-peer environments, comprising: segmenting...; 
exchanging...; displaying The dependent claims could be amended to recite "The 
method of claim 1 , further comprising: ...". 



Claim Rejections - 35 USC § 101 
5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-9 are rejected under 35 U.S.C. 101 as the claimed invention is directed 
to non-statutory subject matter. Claims 1-9 are rejected under 35 U.S.C. 101 as not 
falling within one of the four statutory categories of invention. Supreme Court precedent 
and recent Federal Circuit decisions indicate that a statutory "process" under 35 U.S.C. 
101 must (1) be tied to another statutory category (such as a particular apparatus), or 
(2) transform underlying subject matter (such as an article or material) to a different 
state or thing. While the instant claims recite a series of steps or acts to be performed, 
the claims neither transform underlying subject matter nor positively ties to another 
statutory category that accomplishes the claimed method steps, and therefore does not 
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qualify as a statutory process. For example, claim 1 which recites "a method for the 
exchange of personal information in a step-by-step fashion in non-trusted peer-to-peer 
environments, characterized in that the information is segmented into several 
independent sections, which are mutually exchanged step by step between at least two 
communication partners", is of sufficient breadth that it would be reasonably interpreted 
as steps which may be completely performed (mentally, verbally and/or without a 
machine) by a person(s). For example, the steps of claim 1 may be performed by two 
people sitting across a table from each other, where each person has a piece of paper 
containing their personal information (or a picture of themselves), the piece of paper is 
cut into small square sections (segmented into several independent sections) and each 
section is passes across the table (exchanged step by step) to the other person. 
Similarly, all the features recited claims 2-9 may be performed (mentally, verbally, etc.) 
by people, and do not recite any structures and do not recite transforming underlying 
subject matter to a different state, therefore the recited method steps read on a process 
which may be performed by a person. For example, in the above scenario, the two 
people may agree on the grid size (as recited in claim 5), decide to abort exchange (as 
recited in claim 8) and transmit all the remaining sections at once (as recited in claim 9). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 7,401 ,098 to Baker (hereinafter "Baker") in view of U.S. Patent Pub. 
2002/0184153 to De Vrles (hereinafter "De Vries"). 

Regarding claim 1, Baker teaches a "chat room" system which employs methods 
that may be used In a mobile phone environment (see Fig. 8). As described in column 
4, lines 1-13, Baker teaches that "Criteria such as personal interests, hobbies, 
geographic location, age group... may be complied into a list and revealed graphically, 
to other chatters in a visual display window". This exchange of personal information 
(segmented into criteria as mentioned above) in Baker reads on the language recited in 
claim 1, however. Baker does not explicitly teach that the "segmented (personal) 
Information is exchanged step by step". 

In an analogous art, De Vries teaches a system which compares personal 
information between parties, where each comparison of interests compares a "segment 
of the information", as recited. De Vries teaches (see step 310 in Fig. 3) comparing 
(step by step) this stored personal information to another party's information. See also 
sections [0059]-[0064] for the description of Fig. 3. 

Therefore, as both Baker and De Vries are concerned with partial revealing of 
Information (to protect the Individual), it would have been obvious to one of ordinary skill 
in the art to modify the system of Baker to partially exchange information ("step by step" 
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as taught by De Vries) in order to protect as user from revealing all their personal 
information, as is conventional. 

Regarding claim 2, which recites "characterized in that the information is 
converted into a graphics display before segmentation and transmission", see column 4, 
lines 1-13 of Baker which teach that the information is "revealed graphically", as recited. 

Regarding claim 3, which recites "characterized in that the segmentation and 
the exchange of information take place in such a way that each information unit 
provides for itself an information contribution recognizable to the user", as each 
segmented section of data in Baker is an interest criteria, these segments "provide for 
itself an information contribution recognizable to the user", as recited. 

Regarding claim 4, which recites "characterized in that the graphics display of the 
information is divided into rows and columns, so that a matrix of n times m-fields is 
formed", inherently all information displayed on a display screen is divided in to rows 
and columns as recited. 

Regarding claim 5, which recites "characterized in that the grid of the matrix is 
agreed upon by the communication partners before segmentation of the information", as 
Baker teaches chatting with family members or friends, if the two partners are using the 
same device (with the same size of display), "the grid of the matrix is agreed upon", as 
recited. 
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Regarding claim 6, wliicli recites "characterized in that the grid of the matrix is 
standardized", if the two partners are using the same device (with the same size of 
display), "the grid of the matrix is standardized", as recited. 

Regarding claim 7, which recites "characterized in that each information fragment 
has its position in the matrix attached to it", as each segmented section of data in Baker 
is an interest criteria, these segments may displayed in a specific place on the display, 
therefore each segment must have "its position in the matrix attached to it" so it may be 
properly displayed. 

Regarding claim 8, which recites "characterized in that the information exchange 
can be aborted by either partner at any time", any partner exchanging information in 
Baker may abort information exchange at any time", as recited. 

Regarding claim 9, which recites "characterized in that always the information 
sections not yet transmitted can be transmitted in one step at any time", it would have 
been obvious to one of ordinary skill to modify Baker/De Vries combination to transmit 
"all sections remaining", once trust has been established between the chatters, as is 
conventional. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Kelley whose telephone number is (571 ) 272- 
5652. The examiner can normally be reached on Monday-Friday, 9AM to 5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (571) 272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/SSK/ 

/NICKCORSARO/ 

Supervisory Patent Examiner, Art Unit 2617 



